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TRANSMITTAL LETTER 

Transmitted herewith for filing in the present application are the following documents: 



1 . Request for Confirmation of Entry of the Supplemental Amendment Filed January 12, 
2005 and Comments on the Decision of April 22, 2005 Dismissing Applicants' Petition 
under 37 C.F.R. § 1.182, signed by C. Eric Schulman, MINTZ, LEVIN, COHN, FERRIS, 
GLOVSKY and POPEO, P.C. (3 pages); 

2. Request for Confirmation of Entry of the Supplemental Amendment filed January 12, 
2005 and Comments on the Decision of April 22, 2005 Dismissing Applicants' Petition 
under 37 C.F.R. § 1.182, signed by Richard F. Guinta, WOLF, GREENFIELD & 
SACKS, P.C. (6 pages); and 

3. Return Postcard 

Please charge any fee occasioned by this filing to Deposit Account No. 23/2825, Ref. No. 
25960-009. A duplicate copy of this transmittal letter is enclosed herewith. 

Respectfully submitted, 

Bv: % CLk i>. K,, gjfe 
Qrf C. Eric|Schulman, Esq., R&g. No. 43,350 
Attorneys) for Applicants 
MINTZ, LEVIN, COHN, FERRIS, 
GLOVSKY and POPEO, P.C. 
Address all written correspondence to 
Customer no.: 30623 
Tel: (617)542-6000 
Fax: (617)542-2241 
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REQUEST FOR ENTRY AND CONSIDERATION OF THE ATTACHED: 

REQUEST FOR CONFIRMATION OF ENTRY OF THE SUPPLEMENTAL 
AMENDMENT FILED JANUARY 12, 2005 AND COMMENTS ON THE 
DECISION OF APRIL 22, 2005 DISMISSING APPLICANTS' 
PETITION UNDER 37 C.F.R. §1.182 

On January 12, 2005, Applicants filed two parallel sets of documents seeking to include 
in the present application a specific reference to provisional application serial no. 60/415,391 
("the c 391 Provisional"), as required by 35 U.S.C. §1 19(e)(1) for this application to properly 
claim the benefit of the '391 Provisional. Specifically, one set of papers comprised a 
Supplemental Amendment seeking to amend the specification to include a specific reference to 
the '391 Provisional, and the other papers comprised a Petition under 37 C.F.R. §1.182 (the 
"Rule 182 petition") seeking: (1) the granting of Applicants' request for a corrected filing 
receipt; (2) the withdrawal of Applicants' prior request for cancellation of its benefit claim to the 
'391 Provisional ( made in remarks filed December 2, 2004); and (3) that the PTO take any 
additional steps required to effectuate the withdrawal of Applicant's December 2, 2004 
cancellation request. 
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On April 22, 2005, the Office of Petitions issued a decision (hereafter "the Decision") 
dismissing the Petition under 37 C.F.R. §1.182 as immaterial. Specifically, the Decision 
indicates that a Rule 182 petition is appropriate only when no other regulation addresses an 
issue, and that, since 37 C.F.R. § 1.78(a)(6) specifically relates to a petition to accept an 
unintentionally delayed claim under 35 U.S.C. §1 19(e) for the benefit of a prior filed provisional 
application, Rule 182 does not apply. (Decision, page 2). 

Ownership of the present application (U.S. Patent Application Serial No. 10/677,976) is 
the subject of pending litigation (hereinafter "the pending litigation") entitled L-3 
Communications Security and Detection Systems Corporation Delaware v. Reveal Imaging 
Technologies, Inc., Commonwealth of Massachusetts, Superior Court Department (BLS) of the 
Trial Court, Civil No. 03-05810-BLS1 (Justice van Gestel). In the pending litigation, L-3 
Communications Security and Detection Systems Corporation Delaware (now known as L-3 
Communications Security and Detection Systems, Inc. and hereinafter "L-3") 
alleges that it owns certain subject matter, including subject matter that is disclosed in the '391 
Provisional and the present application. 

Pending the outcome of the litigation, the Court ordered the assignee of record for the 
present application, Reveal Imaging Technologies, Inc. (hereinafter "Reveal"), to file the 
Supplemental Amendment and to take any steps required to effectuate the withdrawal of 
Reveal's attempt to cancel the priority claim to the '391 Provisional. A full copy of the Court's 
order is attached as Appendix I. The pertinent provisions of that Preliminary Injunction state: 

1 . Forthwith upon receipt of this Preliminary Injunction, the defendants, 
through their counsel, are ordered and directed to file with the United States 
Patent Office a Withdrawal of Request for Corrected Filing Receipt and the 
Supplemental Amendment substantially in the form of those attached to the 
Plaintiffs Motion to Order Defendants to Preserve Their Patent Application's 
Claim of Priority, (Paper #216); provided that such filing, in an appropriate place 
may contain language that makes it clear that the Reveal Parties are only 
submitting the withdrawal documents for the benefit of L-3 Delaware and not for 
its own interests. 

2. The defendants, through their counsel, are further ordered and directed to 
take any steps required by the United States Patent Office to effectuate the 
foregoing withdrawal. 
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L-3 has filed additional applications that claim priority through the present application 
back to the '391 Provisional. Thus, L-3 has represented to the Court in the Litigation that its 
rights may be irrevocably prejudiced if the specific reference to the '391 Provisional is not added 
in the present application to enable L-3 to claim priority through the present application back to 
the '391 Provisional. 

Applicants are submitting the attached paper at L-3's request in compliance with the 
Court's order that they "take any steps required by the United States Patent Office to effectuate 
the foregoing withdrawal" discussed above. As permitted by the Court's order, Applicants and 
Reveal, the assignee of the present application, wish to make clear that they are submitting this 
paper for the benefit of L-3 and not for their own interests. Applicants and Reveal also wish to 
make it clear that they are not granting Richard Giunta, or any other attorney or patent agent at 
the law firm of Wolf, Greenfield and Sacks, a power of attorney in the present application. 

Consideration of the attached paper is requested. 



Respectfully submitted, 




Attorney(s) for Applicants 
MINTZ, LEVIN, COHN, FERRIS, 

GLOVSKY and POPEO, P.C. 
Address all written correspondence to 
Customer no.: 30623 
Tel: (617)542-6000 
Fax: (617) 542-2241 
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REQUEST FOR CONFIRMATION OF ENTRY OF THE SUPPLEMENTAL 
AMENDMENT FILED JANUARY 12, 2005 AND COMMENTS ON THE 
DECISION OF APRIL 22, 2005 DISMISSING APPLICANTS' 
PETITION UNDER 37 C.F.R. S1.182 

On January 12, 2005, Applicants filed two parallel sets of documents seeking to include 
in the present application a specific reference to provisional application serial no. 60/415,391 
("the c 391 Provisional' 5 ), as required by 35 U.S.C. §1 19(e)(1) for this application to properly 
claim the benefit of the '391 Provisional. Specifically, one set of papers comprised a 
Supplemental Amendment seeking to amend the specification to include a specific reference to 
the '391 Provisional, and the other papers comprised a Petition under 37 C.F.R. §1.182 (the 
"Rule 182 petition") seeking: (1) the granting of Applicants' request for a corrected filing 
receipt; (2) the withdrawal of Applicants' prior request for cancellation of its benefit claim to the 
'391 Provisional ( made in remarks filed December 2, 2004); and (3) that the PTO take any 
additional steps required to effectuate the withdrawal of Applicant's December 2, 2004 
cancellation request. 

On April 22, 2005, the Office of Petitions issued a decision (hereafter "the Decision") 
dismissing the Petition under 37 C.F.R. §1.182 as immaterial. Specifically, the Decision 
indicates that a Rule 182 petition is appropriate only when no other regulation addresses an 
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issue, and that, since 37 C.F.R. § 1.78(a)(6) specifically relates to a petition to accept an 
unintentionally delayed claim under 35 U.S.C. §1 19(e) for the benefit of a prior filed provisional 
application, Rule 182 does not apply. (Decision, page 2). 

This paper is submitted in further support of the Supplemental Amendment filed on 
January 12, 2005, to explain that the dismissal of the Petition under Rule 182 has no impact on 
the entry of that Supplemental Amendment, and to request confirmation that the Supplemental 
Amendment has been entered. 



I. The Facts Of This Case Fall Squarely Under MPEP §201.11 (III)(D) Which Specifically 
States That Where A Benefit Claim Was Included In The Inventor's Declaration And 
Acknowledged On The Filing Receipt (As Is The Case Here) No Petition Under Rule 
1.78(a) Is Required To Add The Cross-Reference Into The Specification 

Because a benefit claim to the '391 Provisional was included in an earlier-filed inventors 5 
declaration submitted in this application within four months of filing and was recognized on the 
filing receipt of the application, all that is required to correct the benefit claim is an amendment 
to the specification to include a specific reference to the 6 391 Provisional. Neither a petition 
under 37 CFR 1.78(a) nor the surcharge under 37 C.F.R. 1.1 7(t) is required: 

If an applicant includes a benefit claim in the application but not in the manner 
specified by 37 CFR 1.78(a) (e.g., if the claim is included in an oath or 
declaration or the application transmittal letter) within the time period set forth in 
37 CFR 1.78(a), the Office will not require a petition under 37 CFR 1.78(a) and 
the surcharge under 37 CFR 1.1 7(t) to correct the claim if the information 
concerning the claim was recognized by the Office as shown by its inclusion on 
the filing receipt. MPEP §201.1 1(III)(D). 

Thus, the Supplemental Amendment should be entered, and no petition under Rule 
1.78(a) is required. 

A. Nothing In The Decision Dismissing The Rule 182 Petition Is Inconsistent 
With This Position Or Is Controlling 

The Decision relates exclusively to the relief requested in Applicants' Petition 
under Rule 182, and it is respectfully asserted that the Decision should have no impact on 
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the Examiner's entry of the Supplemental Amendment adding the specific reference to 
the '391 Provisional. 

To the extent that the Decision found that any petitionable issues relating to the 
priority claim are governed by Rule 1 .78(a)(6), there is no disagreement. However, in 
addition to dismissing the petition as immaterial, the Decision makes a number of 
statements that are respectfully asserted to be dicta and not controlling with respect to the 
Examiner's decision on the entry of the Supplemental Amendment, because the entry of 
the Supplemental Amendment is governed by MPEP §201.1 1(III)(D) which expressly 
states that no petition is required. 

Specifically, the Decision indicates that Rule 1.78(a)(6) governs the 
circumstances of this case, and that unless and until a petition thereunder is granted, any 
benefit claim to the '391 Provisional has been waived. (Decision, page 2). It is 
respectfully asserted that this is incorrect, and it is noted that the Decision does not 
analyze MPEP §201.1 1(III)(D) nor provide any explanation as to why the express 
statement in that MPEP section that no petition under Rule 1 .78(a) is needed does not 
control here. 

In an accompanying filing, Applicants are submitting conditional Petitions under 
37 C.F.R. § 1.78(a)(6) and 37 C.F.R. §1.183. These Petitions are conditional because they 
are believed to be unnecessary. However, they are being submitted in the event that the 
Examiner finds that MPEP §201.1 1(III)(D) does not control and that a petition under 
Rule 1 .78(a) is required. 

B. The Policy Reasons Underlying The Statutory And Regulatory 

Requirements For A Prompt Making Of the Priority Claim Are Not 
Implicated By This Case Because Any Delay Did Not Impact The 
Publication Of The Application 

Prior to the American Inventors Protection Act (AIPA) of 1999, there was no time 
restriction on when applicants could make a priority claim in an application. It could be 
done at any time. However, after the AIPA, Rule 1.78 was amended to provide a time 
period and a mechanism for accepting a belated claim. (Decision, page 2). This time 
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period was added because the AIPA provided, for the first time, the publication of patent 
applications pending in the United States, with the publication date being triggered from 
the earliest priority date. Thus, the purpose for the time limit was to ensure that a priority 
claim was made with sufficient promptness to ensure that the PTO could publish the 
application about eighteen months from the priority date, and to ensure that applicants 
could not manipulate (i.e., by delaying) the publication by belatedly adding a priority 
claim. 

Here, the priority claim was made in the inventors' declaration as filed, and 
acknowledged on the filing receipt, so that the present application was published on June 
24, 2004, with the publication date triggered by the October 2, 2002 filing date of the 
'391 Provisional rather than the October 2, 2003 filing date of the present application. 
Thus, the policy reasons for the prohibition against belatedly adding a priority claim are 
simply not implicated here, as any delay in adding the cross-reference into the 
specification did not impact the publication date of the application. 

MPEP §201 .1 1(III)(D) makes this policy clear - even if not explicitly stated. 
Specifically, it is the recognition of the priority claim by the PTO on the filing receipt 
that is the critical factor, as this recognition ensures that the PTO's publication schedule 
runs from the date of the provisional. Thus, pursuant to MPEP §201 . 1 1(III)(D), it is not 
the inclusion of the priority claim elsewhere in the application that is controlling on the 
point of making a Rule 78(a)(6) petition unnecessary, but the recognition of the priority 
claim on the filing receipt. 

C. The Waiver Issue Under MPEP §201.11 (III)(G) Raised In The Decision Does Not 
Apply To The Supplemental Amendment Because A Petition Under Rule 1 .78(a) 
Is Not Required And Because The Applicants Did Not Take Either Of The 
Actions That That MPEP Section Specifies As Triggering A Waiver 

The Decision indicates that if Applicants file a petition under Rule 1.78(a)(6), Applicants 
should address whether the provision of MPEP §201.1 1(III)(G) discussing waiver of a benefit 
claim applies because of Applicants' alleged cancellation of the priority claim in the remarks 
filed on December 2, 2004. 
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The waiver issue discussed in §201.1 1(III)(G) applies only to situations under which a 
petition under Rule 1.78(a)(6) is required, with the waiver issue being pertinent to whether the 
applicant can make the statement required for a Rule 78 petition that the delay was unintentional. 
As discussed above, the present case is governed by a different section of the MPEP, i.e., 
§201.1 1(III)(D), under which no Rule 78 petition including such a statement is required, so that 
the waiver issue under §201.1 1(III)(G) is simply not applicable here. 

Furthermore, as is explained in the accompanying Conditional Petitions, MPEP 
§201.1 1(III)(G) is explicit in defining the actions that an applicant must take to cancel or delete a 
priority claim (i.e., amending the specification or submitting a new application data sheet to 
delete a reference to the prior application) to raise a waiver issue, and neither of those actions 
was taken here. Thus, Applicants did not cancel a priority claim such that no waiver issue under 
MPEP §201.1 1(III)(G) is raised for this additional reason. 
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II Conclusion 

The Commissioner is hereby authorized to charge any fees that may be due, or credit any 
overpayment of same to Deposit Account No. 23/2825. 



Respectfully submitted, 

L-3 Communications Security and 

Detection Systems, Inc. 



By: 



J/.Jt 

Richard F. Giunta, Reg. No. 36,149 
Wolf, Greenfield & Sacks, P.C. 
600 Atlantic Avenue 
Boston, Massachusetts 02210-2211 
Telephone: (617)720-3500 



Date: July IS , 2005 
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